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DETAILED ACTION 

Priority 

1. Receipt is acknowledged of papers submitted under 35 U.S.C. 119(a)-(d), which papers have 
been placed of record in the file. 

Specification 

2. The title of the invention is not descriptive. A new title is required that is clearly indicative of the 
invention to which the claims are directed. 

Information Disclosure Statement 
The IDS filed 10/27/03 has been reviewed and made of record. 

Claim Objections 

Claims objected to under 37 CFR 1.75(c), as being of improper dependent form for failing to 
further limit the subject matter of a previous claim. Applicant is required to cancel the claim(s), or amend 
the claim(s) to place the claim(s) in proper dependent form, or rewrite the claim(s) in independent form. 

In particular: 

a) claims 2,4,5,6,7,8,10,12,13,14,15,16, and 17 refer to parent claims 1 or 11. It is noted that 
claim 1 is not written in the standard means plus function language as stipulated in 35 USC 112 parags 1- 

3. Hence dependent claims 2-8 and 10 fail to comply with the standard "means plus function" terminology. 
Claim 11 is a METHOD; however, claims 12 - 17 attempt to include apparatus limitations - hence 
improperly dependent claims. Appropriate correction is required. 

As far as the claims recite positive limitations and as interpreted by the examiner the following 
rejections are made. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), 
that are applied for establishing a background for determining obviousness under 35 U.S.C. 103(a) are 
summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 

This application currently names joint inventors. In considering patentability of the claims under 
35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was commonly 
owned at the time any inventions covered therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1.56 to point out the inventor and invention dates of 
each claim that was not commonly owned at the time a later invention was made in order for the 
examiner to consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior 
art under 35 U.S.C. 103(a). 

3. Claims 1-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over either Kim or Tada 
et al further considered with Iwanaga. The following analysis is made: 

Claim 1: Kim / Tada etal 

A focus position adjustment system 

for adjusting a focus position, by which an 

optical storage device reads an optical storage 

medium, the optical storage 

medium comprising a header and 

a recording area, a focus error signal being 

generated as the optical storage device reads 

the medium, the system comprising: 



a deviation value detection module, 
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used for determining a deviation value see also Iwanaga 

according to the focus error signal generated 
within the header after the 

optical storage device finishes tracking closed loop; and 
a focus control module, 

used for adjusting the focus position to make the 
deviation value falls in a predetermined range. 

Either Kim or Tada et al disclose an optical system having an focus offset capability after a 
tracking loop is in a closed/on stated. Applicants' attention is drawn to either figure 51 in Kim , or figures 
5-9 in Tada et al. There is no clear depiction that the header area/region is relied upon for the function as 
recited. 

Iwanaga teach in this environment the ability of having the header area/signal incorporated into 
the focusing process - see the discussion with respect to figure 13. 

It would have been obvious to modify the base system of either Kim or Tada et al with the above 
additional teaching from Iwanaga so as to ensure proper focus offset compensation as noted by the 
Iwanaga reference. 

With respect to method claim 1 1 , such is met by the operation of the above combined systems. 
With respect to claims 2 and 12, the header region is discussed in the Iwanaga reference. 
With respect to claims 3 and 13, these elements are found in either of the base references to 
Kim/Tada et al. 

With respect to claims 4 and 14, such is performed. 

With respect to claims 5,15 and 6,1615, such is considered present. Alternatively, as 
acknowledged by applicants such is performed in the conventional system. 

With respect to claims 7 and 17, such is performed by the system of Iwanaga. 

With respect to claims 8,18 and 9,19, such is the final result of the combined systems. 

With respect to claim 10, such is considered the environment of the Iwanaga system. 



Application/Control Number: 10/673,416 



Page 5 



Art Unit: 2627 



Conclusion 



Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Aristotelis M. Psitos whose telephone number is (571) 272-7594. The examiner can 
normally be reached on M-F: 6:00 - 2:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Dwayne D. Bost can be reached on (571) 272-7023. The fax phone number for the organization where 
this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer Service Representative 
or access to the automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272- 
1000. 
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